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DECI SI ON ON APPEAL

This is a decision on the appeal fromthe final rejection
of claiml1, the sole claimin the application.
The clained invention relates to a test circuit for

controlling the testing of a circuit having portions which use
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ei ther a synchronous cl ock signal or an asynchronous cl ock
signal. The test circuitry includes two nmultiplexers for

sel ecting between test signal clocks and normal function
clocks. For the portion of the circuit to be tested that uses
internal or synchronous signals, the first nmultiplexer selects
between the nornmal internal functional clock and a test cl ock.
For the portion of the tested circuit that utilizes external

or asynchronous clock signals, the second multiplexer selects
bet ween the external clock and the output of the first

mul ti pl exer. Appellants assert at page 81 of the
specification that the described arrangenent allows the
internal clock signal or a test clock signal to be supplied to
all portions of a circuit to be tested regardl ess of whether

the circuit is normally clocked by synchronous or asynchronous

signal s.
Caimlis illustrative of the invention and reads as
foll ows:

1. Atest circuit for controlling the testing of a
circuit having portions using either synchronous or
asynchronous cl ock signals, conprising:

a first multiplexer for selectively providing as an
out put either said synchronous clock signal or a test clock
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signal to said portion of said circuit using said synchronous
cl ock signal, and

a second multiplexer for selectively providing said
output fromsaid first nultiplexer or said asynchronous cl ock
signal to said portion of said circuit using said asynchronous
cl ock signal

The Exam ner relies on the followng prior art:

St ai ger 4,203, 543 May 20, 1980

Claim1 stands finally rejected under 35 U . S.C. § 103 as
bei ng unpat ent abl e over Staiger.

Rat her than reiterate the argunents of Appellants and the
Exam ner, reference is made to the Brief and Answer for the
respective details.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the Exam ner, the argunents
in support of the rejection and the evidence of obvi ousness
relied upon by the Exam ner as support for the rejection. W
have, likew se, reviewed and taken into consideration, in
reachi ng our decision, Appellants’ argunments set forth in the

Brief along with the Exam ner’s rationale in support of the
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rejection and argunents in rebuttal set forth in the
Exam ner’ s Answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the particular art would not have suggested to one of ordinary
skill in the art the obviousness of the invention set forth in
claim11. Accordingly, we reverse.

In rejecting clains under 35 U . S.C. 8§ 103, it is
i ncunbent upon the Exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In
so doing, the Examiner is expected to nake the factua

determ nations set forth in G ahamv. John Deere Co., 383 U S

1, 17-18, 148 USPQ 459, 467 (1966), and to provide a reason
why one having ordinary skill in the pertinent art would have
been led to nodify the prior art or to conbine prior art
references to arrive at the clainmed invention. Such reason
must stem from sonme teaching, suggestion or inplication in the
prior art as a whole or know edge generally available to one

having ordinary skill in the art. Uniroyal Inc. v. Rudkin-
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Wley Corp., 837 F.2d 1044, 1051, 5 USPQ2d 1434, 1438 (Fed.

Cr.), cert. denied, 488 U S. 825 (1988); Ashland O1l, Inc. V.

Delta Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ

657, 664 (Fed. Gir. 1985), cert.denied, 475 U.S. 1017 (1986);

ACS Hospital Systens, Inc. v. Montefiore Hospital, 732 F.2d

1572, 1577, 221 USPQ 929, 933 (Fed. Cir. 1984). These
showi ngs by the Exam ner are an essential part of conplying

with the burden of presenting a prima facie case of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

USPQ2d 1443, 1444 (Fed. Cr. 1992).
Appel l ant’ s response to the Exam ner’s obvi ousness
rejection of claim1 asserts the Examner’s failure to

establish a prima facie case of obvi ousness since all of the

claimlimtations are not suggested or taught by the Stagier
reference. Initially, Appellants contend (Brief, page 4) that
t he Exam ner has provided no support for the conclusion that
the i nput of synchronous and asynchronous clock signals as

presently clained to the nultiplexers in Staiger rather than

sel ected delay tinmes would be a matter of design choice.
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After reviewng the Staiger reference in |ight of the
argunents of record, we are in agreenent with Appellants
position as stated in the Brief. In our view, the Exam ner’s
reliance on design considerations as a basis for the proposed
nodi fication of Staiger is not well founded. Appellants’

di scl osed i ntended function of applying synchronous internal

cl ocking signals or test clocking signals to various portions
of a circuit to be tested can only be achi eved through the
circuit arrangenent recited in appealed claim1l which requires
synchronous and asynchronous cl ocking inputs to the two
claimed multiplexers. In our opinion, the Exam ner’s finding
of the particular claimed nmultiplexer inputs to be nerely a
design consideration is totally devoid of any support on the
record.

We al so find persuasive Appellants’ further argunent
(Brief, page 5) that the Exam ner has unreasonably interpreted
the | anguage of appealed claim1l as requiring multiplexer
outputs to only a single circuit portion (an arrangenent
di scl osed by Staiger) rather than a plurality of circuit

portions. In the Exam ner’s analysis (Answer, pages 4 and 5)
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the language “...a circuit having portions using either
synchronous or asynchronous cl ock signals” appearing in the
preanble of claiml is broadly interpreted as neaning that al
portions of a circuit can use either synchronous or
asynchronous signals. Under this interpretation, the Exam ner
asserts that the output of the mul ti pl exer circuits can be
to a single circuit portion (as in Staiger), which single
circuit portion can use either synchronous or asynchronous
signal s.

We can find no basis on the record for the Exam ner
interpreting the claimlanguage in this manner. It is
apparent to us that, when the |anguage of the claimpreanble
is read in conjunction with the |anguage in the body of the
claim the outputs of Appellants’ nultiplexers are recited as
being applied to different portions of the tested circuit, a
concept not taught or suggested in Staiger. It is also
apparent fromthe Exam ner’s line of reasoning in the Answer
that, since the Exam ner has m stakenly interpreted the
di scl osure of Staiger as disclosing the particul ar clai nmed

mul ti pl exer outputs, the obviousness of this feature has not
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been addressed. W would further point out that appeal ed
claim1l1 also requires the selection by the first nultiplexer
of an input synchronous clock signal or a test clock signal, a
di scl osure of which we find lacking in Staiger.

Since all of the claimlimtations are not taught or
suggested by the applied prior art, it is our opinion that the

Exam ner has not established a prima facie case of obvi ousness

with respect to appealed claim1. Accordingly, we do not
sustain

the Examiner’s 35 U S.C. §8 103 rejection of claim1l and,
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t her ef or e,

rever sed

the Exam ner’s decision rejecting claiml is

REVERSED

JOSEPH F. RUGAE ERO
Adm ni strative Patent Judge

PARSHOTAM S. LALL
Adm ni strative Patent Judge

JOSEPH L. DI XON
Adm ni strative Patent Judge
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